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REMARKS 

Claims 84-92 are pending in the application. Claim 84 has been amended to 
correct a typographical error. Claim 85 was amended to clarify the polymerization 
conditions. Claim 90 was amended to coned a typographical error and clarify the 
polymerization conditions. Support for the amendments to claims 85 and 90 may be 
found at least on page 4, line 26, page 7, line 16 and page 14, line 28. No new matter 
was added. 

Claims 84, 85 and 87-89 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by Suzuki etal., U.S. Patent No. 5,137,785. Applicants respectfully traverse 
this rejection. 

Claim 84 is directed to a manufactured article produced by a method for bonding 
a first substrate surface to a second substrate surface. The method comprises jsroviding 
a catalyst at the first substrate surface, providing a metathesizable material between the 
first substrate surface and the second substrate surface or providing a metathesizable 
material as a component of the second substrate; and contacting the catalyst on the first 
substrate surface with the metathesizable material under normal ambient conditions so 
that the metathesizable material undergoes a metathesis reaction and bonds the first 
substrate surface to the second substrate surface. 

Claim 85 is directed to a manufactured article that includes a first substrate 
surface, a second substrate surface and an adhesive layer interposed therebetween, 
wherein the first substrate surface comprises an elastomeric material and the adhesive 
layer comprises a metathesis polymer which was polymerized upon contact with a 
catalyst under normal ambient conditions. Claims 87-89 depend directly or indirectiy on 
claim 85. 

Suzuki et al. describes a composite material composed of a substrate and a 
surface layer wherein the substrate is a ring-opened polymer of a norbornene-type 
monomer having tricyclic or higher cyclic structure and the surface layer is a polymer 
sheet of an olefin polymer or a thermoplastic hydrocarbon elastomer. The polymer 
sheet tenaciously adheres to the substrate without any extraneous adhesive or means to 
a degree that tearing takes place in the substrate when an attempt is made to separate 
the polymer sheet from the substrate. Column 2, lines 9-18. 

A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, In a single prior art reference. MPEP § 
2131. Suzuki et al. does not contain each and every feature of the invention as defined 
In the rejected claims. For example, the article described by Suzuki et al. is directed to a 
composite material wherein the substrate and plastic layer have good adhesion in the 
absence of any adhesive. In addition, the composite is made by placing the elastomer 
layer in a mold and then reaction injecting norbomene monomer and metathesis catalyst 
in the mold to bulk polymerize the monomer. 

As noted, claim 84 is directed to a manufactured article produced by a method. 
The method entails providing a catalyst on a first substrate surface and contacting it with 
a metathesizable materia! to bond the first substrate surface to the second substrate 
surface. This method results in an adhesive material between the first and second 
substrate surfaces. Claim 85 is directed to a manufactured article that has an adhesive 
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layer interposed between a first substrate surface and a second substrate surface. 
Thus, these claims are directed to articles with features not found in Suzuki et al. 

According to the Offioe Action. Suzuki discloses a composite including a 
metathesis polymer that may be located between upper and lower substrates and that in 
such a case the metathesis polymer forms an adhesive interposed between the 
substrates. However, a careful reading of the section of Suzuki et al. referred to by the 
Examiner reveals that the norbornene monomer and metathesis catalyst is reaction 
injected into a mold to bulk polymerize the monomer even in this example. Bulk 
polymerization results in a molded article, not a manufactured article as claimed. See, 
page 7, fines 1-15. 

Since Suzuki et al. does not disclose each and every feature of the claims, it 

~ An Kr; M ta tha inv/ontinn Hefin»H hv thft reiected claims. In view thereof, 

Applicants respectfully request that this rejection be withdrawn. 

Claims 84-92 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
MOhlebach et al. p U.S. Patent No. 5,973,085, taken with Ofstead, U.S. Patent No. 
3,935,179 and Suzuki et al. Applicants respectfully traverse this rejection. 

Claims 84 and 85 are independent claims directed to a manufactured article. 
Claims 86-89 depend directly or indirectly from claim 85. Claim 90 is an independent 
claim directed to a tire laminate. Claims 91 and 92 depend directly or indirectly from 
claim 90. 

MOhlebach relates to compounds having at least two strained cycloolefins 
bonded directly or via a bridging group, compositions comprising these compounds and 
a one-component catalyst for thermally induced and/or radiation-induced metathesis 
polymerization. Column 1, lines 5-8. Muhlebach does not describe or suggest any 
catalysts which may be used at normal ambient conditions or which will polymerize upon 
contact Rather, this patent teaches away from compounds and catalysts which react on 
contact under normal ambient conditions. See, for example, column 16, lines 6-12 and 
column 50, lines 42-50. 

Ofstead relates to a process for the ring-opening polymerization of unsaturated 
aiicylic hydrocarbons and catalyst systems therefore. The polymerization may be 
carried out in solution or in bulk. Column 4, lines 60-61. As noted above, these 
polymerization methods result in different materials than the manufactured article 
claimed. The metathesis polymer of the invention forms a fitmogenic adhesive rather 
than a molded article. Page 7, lines 13-15. 

Suzuki is discussed above, and, as noted, only describes a molded article which 
is a composite material wherein the substrate and plastic layer have good adhesion in 
the absence of any adhesive. 

None of the cited patents describes the features of the manufactured articles or 
tire laminate defined in the claims. MOhlebach describes catalysts for thermally induced 
and/or radiation-induced metathesis polymerization. Ofstead describes polymerization 
in solution or in bulk, which results in a different product from the manufactured article 
claimed. Suzuki does not describe any article which includes adhesive. In view of the 
lack of teachings in these patents of the features of the invention as defined in the 
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rejected claims, Applicants resp ctfully request that the rejection of claims 84-92 be 
withdrawn. 

Claim 84 was rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Suzuki elTcTMOhlebach et aL taken with Ofstead and Suzuki et al.. and further in v.ew 
of Sier U.S BEit No. 2.978,354. Applicants respectfully traverse this rejectton. 

Claim 84 is directed to a manufactured article wherein the metathesis reaction 
takes place under normal ambient conditions. Suzuki et al. does not describe a 
manufac\?red article as claimed as discussed above. MQhlebach does nrtMnto 
metathesis reactions under normal ambient conditions. To the contrary. MOhlebach 
described "compositions of catalyst and monomer premixed which are storage-stable in 
2? oari? £KJ 4ft lines 4^46. These compositions do not react unt.1 e.y er heat or 

*n+ wiffor^nt fmm the manufactured product claimed. 

None of the these patents describe or suggest the manufactured product of claim 
84 Moreover, the combination of Lesser with these patents does not provide any 
teaching or suggestion that obviates the lack of teachings in the primary patents ; cited 
Lesse^describes a method of applying a coating by applying a wat er -soluble catalyst to 
a substrate and applying uncatalyzed resin over the coating of ca tol ^ » 
tte resin. The method of Lesser combined with the other patents would I not result m the 
claimed invention since there is no motivation to modtfy Suzuki et al.. MQhlebach or 
Ofstead with the method described in Lesser. None of these patents, taken either atone 
or in combination, would have led one of skill in the art to the manufactured arfde of 
claim 84. In view thereof, Applicants respectfully request that the rejection of claim 84 
be withdrawn. 

Further and favorable action in the form of a Notice of Allowance is believed to 
be next in order, and such action is earnestly solicited. If there are any questions 
concerning this paper or the application in general, the Examiner is invited to telephone 
the undersigned. 

Respectfully submitted, 

BURNS. DOANE. SWECKER & MATHIS, L.L.P. 
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Attachment to Amendment 

Marked Up Copy 



84 (Twice Amended) A manufactured article produced by a method for bonding 
a first substrate surface to a second substrate surface comprising 

(a) providing a catalyst at the first substrate surface; 

b King a [methathesizable] rpetatheslzable, matenal ^J^tSSia 
substrate surface and the second substrate surface or providing , a [methathesizable] 
matathesizable material as a component of the second substrate, and 

(c) cont acting the catalyst on the first substrate surface with the 
r^K^iio^ rmLthesizable material i ir^r ambient conditions so that the 

rnlSesSbS ^ke^Ne material undergoes a metathesis reaction and bonds 
the first substrate surface to the second substrate surface. 

85 f Amended) A manufactured article that includes a first substrate surface, a 
second subsfrSrsurfice and an adhesive layer interposed ^^^tST the 
first substrate surface comprises an elastomeric matenal and the adhesrv* ^f* 
comprises a metathesis W h — nnivm^d upon contact with a catalyst 
under normal ambie nt conditions. 

90 (Amended) A tire laminate comprising a tire carcass [have] having an outer 
periphery surface, a tire tread having a bonding surface, and a m 6 ^ 651 ^^ 6 ',^ 
adhesive liver between the outer periphery surface of the tire carcass and the bonding 
ff^ffi££a d wherein L meta^h ^^^hesive^yer^ fprmed by 
^ivnrerization ■ T™ contact with » ratatost under normal ambient conditions. 
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